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DETAILED ACTION 

Priority 

1 . Acknowledgment is made of applicant's claim for priority under 35 U.S.C. 1 19(a)-(d) 
based upon an application filed in France on 02/1 1/03. A claim for priority under 35 

U.S.C. 1 19(a)-(d) cannot be based on said application, since the United States application was 
filed more than twelve months thereafter. Effective filing date of the present application is July, 
07, 2004, and foreign application from which applicant claims foreign priority was filed on 
February 02, 2003. Accordingly, the claim for foreign priority has not been granted. 

2. Additionally, it is further noted that no certified copy of the 0301 586 application as 
required by 35 U.S.C. 1 19(b) is present in the file. 

Information Disclosure Statement 

3. The information disclosure statement (IDS) submitted on 02/10/04 was considered by the 
examiner. 

4. The information disclosure statement filed 1 1/22/04 fails to comply with 37 CFR 
1.98(a)(1), which requires the following: (1) a list of all patents, publications, applications, or 
other information submitted for consideration by the Office : (2) U.S. patents and U.S. patent 
application publications listed in a section separately from citations of other documents; (3) the 
application number of the application in which the information disclosure statement is being 
submitted on each page of the list; (4) a column that provides a blank space next to each 
document to be considered, for the examiner's initials; and (5) a heading that clearly indicates 
that the list is an information disclosure statement. The information disclosure statement has 
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been placed in the application file, but the information referred to therein has not been 
considered. 

Drawings 

5. The drawings were received on 02/10/04. These drawings are acceptable. 



Specification 

6. The substitute specification filed 1 1/22/04 has been entered because it does conform to 
37 CFR 1.125(b) and (c). The preliminary amendment of 1 1/22/04 does not generate new matter. 

7. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

8. Applicant is reminded of the proper language and format for an abstract of the disclosure. 

The abstract should be in narrative form and generally limited to a single paragraph on a 
separate sheet within the range of 50 to 150 words. It is important that the abstract not exceed 
1 50 words in length since the space provided for the abstract on the computer tape used by the 
printer is limited. The form and legal phraseology often used in patent claims, such as "means" 
and "said," should be avoided. The abstract should describe the disclosure sufficiently to assist 
readers in deciding whether there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information given in the 
title - It should a void usinz phrases which can be implied, such as. "The disclosure concerns. " 
"The discl osure defined by this invention. " "The disclosure describes. " "The present invention 
provides " etc . 



Claim Rejections - 35 USC § 112 
9. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 



Application/Control Number: 10/774,614 Page 4 

Art Unit: 1745 

10. Claims 1-18 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not described in 
the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. The general formula of the 
styrene-acrylate copolymer recited in claim 1 includes undefined molar amounts p, q and x. No 
specific representation or value of the foregoing molar amounts is substantively claimed, or 
disclosed or described in the as-filed disclosure so as to reasonably enable one skilled in the art 
to use or make the claimed styrene-acrylate copolymer. At most, assuming arguendo that a 
copolymer of styrene-acrylate is intended and positively disclosed therein, molar amounts p, q 
and x can take the value of 1 as apparently intended in paragraphs 10-11, 32, 46, 62, 69, 77 and 
the likes. 

1 1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

12. Claims 1-18 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

13. Claim 1 is indefinite as it does not define the numerical range or value for molar amounts 
p, q and x in the general formula of the styrene- acrylate copolymer. The final intended styrene- 
acrylate copolymer is uncertain and unknown. 
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Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

15. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

16. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (£) or (g) prior art under 35 U.S.C. 103(a). 

17. Claims 1-6, 9-10 and 16-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kawano et al 5824435 in view of German publication DE 19709107 (heretofore the 
DE'107). 
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The present invention is directed to a secondary electrochemical cell wherein the 
disclosed inventive concept comprises the specific binder. 
As to claim 1 : 

Kawano et al disclose an alkaline storage cell comprising a non-sintered positive 
electrode (COL 1, lines 5-10/ COL 4, line 62 to COL 5, line 5/COL 1, lines 30-35) wherein an 
active material paste is formed by the use of a polymeric binder and an electrically conductive 
powder, then, the paste is coated on the electrode substrate (COL 1, lines 58-65/COL 2, lines 
44-53/COL 4, lines 44-55/ CLAIM 1). Disclosed is that the substrate do not have a three- 
dimensional construction as in other electrodes: (COL 1, lines 44-48). Thus, it is a two- 
dimensional substrate. Substrate is made of a punched metal plate or expanded metal plate (COL 
1, lines 41-44), or a strip-like nickel plate (COL 3, lines 18-22). Thus, it is conductive. 

As the polymeric binder, Kawano et al disclose that it is known to use carboxymethyl 
cellulose (CMC) and stvrene -butadiene rubber (SBR) (COL 4, lines 45-55). 
As to claims 2-3 and 5: 

Kawano et al disclose specific amounts of the components forming the paste layer, for 
instance, disclosed is the use of 5 g of styrene-butadiene rubber (SBR) in a total amount of 170 g 
of all components forming the paste layer inclu ding nickel hydroxide (100 g), Co powder (10 g), 
the cellulose (55 g) and styrene-butadiene rubber (5 g) (COL 4, lines 44-55). Thus, the weight % 
of Kawano et al s disclosed copolymer is approximately 2.94 % wt. 

With respect to the weight percent of the cellulose, as per the above constituents of 
Kawano et al's layer, the weight % of the cellulose compound is approximately 32.4 % wt. 
As to claim 4: 
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As the polymeric binder, Kawano et al disclose that it is known to use carboxymethyl 
cellulose (CMC) (COL 4, lines 45-55). 
As to claim 6: 

Kawano et al disclose the use of nickel hydroxide as electrochemical active material 
(COL 4, line 47/ COL 1, line 30-31). 
As to claims 9-10: 

Kawano et al disclose the use of Co powder (COL 4, line 47-50). In this case, the Co 
powder is cobalt metal itself. 
As to claim 16: 

Kawano et al disclose the use of a fabric of a polyamide resin combined together with the 
positive electrode (COL 4, lines 62-67). Thus, it can be said that the layer contains polymer 
fibers as certain degree of interaction does occur at the interface between the active material 
layer of the electrode and the disclosed resin. 
As to claim 17: 

Substrate is made of a punched metal plate or expanded metal plate (COL 1, lines 41-44), 
or a strip-like nickel plate (COL 3, lines 18-22). 

Kawano et al disclose an alkaline cell as described hereinabove. However, the preceding 
reference fails to expressly disclose the specific copolymer containing the acrylate, the specific 
weight percent of cellulose compound and the metal-hydride anode. 
As to claim 1 : 

The DE'107 discloses that it is known to use nickel metal hydride accumulators 
(batteries) containing alkaline electrolytes (ABSTRACT) wherein the electrode compositions 
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contain an acrylate binder which is added as crosslinked dispersion and has a specific ester group 

(ABSTRACT). 

As to claim 18: 

The DE'107 discloses alkaline electrolyte cells containing metal hydride as the negative 
electrode (ABSTRACT). 

In view of the above, it would have been obvious to a person possessing a level of 
ordinary skill in the pertinent art at the time invention was made to employ the acrylate polymer 
of the DE'107 in the binder of Kawano et al to make a copolymer base material containing 
styrene and acrylate as the DE'107 discloses that the use of acrylate-based binder materials 
improves gravimetric capacity of batteries. Thus, the DE'107 provides a direct teaching that 
acrylate-based binder materials has beneficial effects on batteries; additionally, this is consistent 
with Kawano et al's teaching that polymeric-based materials are used as binders in order to 
increase the force of bonding between the electrode substrate and the active material layer which 
is necessary in non-sintered electrodes. 

With respect to the metal-hydride anode, it would have been obvious to a person 
possessing a level of ordinary skill in the pertinent art at the time invention was made to use the 
metal hydride anode of the DE'107 as the negative electrode of Kawano et al as the DE'107 
disclose the suitability of using metal hydride anodes in Ni-based alkaline batteries due to their 
chemical compatibility and electrochemical reactivity for converting chemical energy into 
electrical energy. As such, the DE'107 discloses that it is well-known in the art to couple Ni- 
based positive electrodes with metal hydride negative electrode to form an electrochemical cell 
device capable of generating electrical energy. 
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As to the specific weight percent of cellulose compound, it would have been obvious to a 
skilled artisan at the time invention was made to employ the specific weight percent of the 
cellulose compound as instantly claimed or any other suitable amount thereof as Kawano et al 
themselves disclose that polymeric-based materials are used as binders in order to increase the 
force of bonding between the electrode substrate and the active material layer which is necessary 
in non-sintered electrodes; thus, Kawano et al recognize the specific weight percent of the 
cellulose compound binder as a variable that achieves a recognized result (i.e. amount of 
cellulose compound binder sufficient to maintain the force of bonding between the electrode 
substrate and the active material layer) In re Boesch, 617 F. 2d 272, 205 USPQ 215 
(CCPA 1980). See also Peterson, 315 F.3d at 1330, 65 USPQ2d at 1382; and In re Hoeschele, 
406 F.2d 1403, 160 USPQ 809 (CCPA 1969). Generally speaking, differences in concentration 
or temperature will not support the patentability of subject matter encompassed by the prior art 
unless there is evidence indicating such concentration or temperature is critical. "[W]here the 
general conditions of a claim are disclosed in the prior art, it is not inventive to discover the 
optimum or workable ranges by routine experimentation." In re Aller, 220 F.2d 454, 456, 105 
USPQ 233, 235 (CCPA 1955). Thus, it is prima-facie obvious to choose or select the specific 
amount of cellulose compound). See MPEP 2144.05 Obviousness of Ranges. 

18. Claims 1-7, 9-13 and 16-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kawano et al 5824435 in view of Bernard et al 2003/0152834. 

The present invention is directed to a secondary electrochemical cell wherein the 
disclosed inventive concept comprises the specific binder. 
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As to claim 1 : 

Kawano et al disclose an alkaline storage cell comprising a non-sintered positive 
electrode (COL 1, lines 5-10/ COL 4, line 62 to COL 5, line 5/COL 1, lines 30-35) wherein an 
active material paste is formed by the use of a polymeric binder and an electrically conductive 
powder, then, the paste is coated on the electrode substrate (COL 1, lines 58-65/COL 2, lines 
44-53/COL 4, lines 44-55/ CLAIM 1). Disclosed is that the substrate do not have a three- 
dimensional construction as in other electrodes (COL 1, lines 44-48). Thus, it is a two- 
dimensional substrate. Substrate is made of a punched metal plate or expanded metal plate (COL 
1, lines 41-44), or a strip-like nickel plate (COL 3, lines 18-22). Thus, it is conductive. 

As the polymeric binder, Kawano et al disclose that it is known to use carboxymethyl 
cellulose (CMC) and stvrene -butadiene rubber (SBR) (COL 4, lines 45-55). 
As to claims 2-3 and 5: 

Kawano et al disclose specific amounts of the components forming the paste layer, for 
instance, disclosed is the use of 5 g of styrene-butadiene rubber (SBR) in a total amount of 170 g 
of all components forming the paste layer including nickel hydroxide (100 g), Co powder (10 g), 
the cellulose (55 g) and styrene-butadiene rubber (5 g) (COL 4, lines 44-55). Thus, the weight % 
of Kawano et al s disclosed copolymer is approximately 2.94 % wt. 

With respect to the weight percent of the cellulose, as per the above constituents of 
Kawano et al's layer, the weight % of the cellulose compound is approximately 32.4 % wt. 
As to claim 4: 

As the polymeric binder, Kawano et al disclose that it is known to use carboxymethyl 
cellulose (CMC) (COL 4, lines 45-55). 
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As to claim 6: 

Kawano et al disclose the use of nickel hydroxide as electrochemical active material 
(COL 4, line 47/ COL 1, line 30-31). 
As to claims 9-10: 

Kawano et al disclose the use of Co powder (COL 4, line 47-50). In this case, the Co 
powder is cobalt metal itself. 
As to claim 16: 

Kawano et al disclose the use of a fabric of a polyamide resin combined together with the 
positive electrode (COL 4, lines 62-67). Thus, it can be said that the layer contains polymer 
fibers as certain degree of interaction does occur at the interface between the active material 
layer of the electrode and the disclosed resin. 
As to claim 17: 

Substrate is made of a punched metal plate or expanded metal plate (COL 1, lines 41-44), 
or a strip-like nickel plate (COL 3, lines 18-22). 

Kawano et al disclose an alkaline cell as described hereinabove. However, the preceding 
reference fails to expressly disclose the specific copolymer containing the styrene-acrylate 
copolymer, the specific weight percent of cellulose compound, the metal-hydride anode, and the 
specific additional hydroxide compounds and Y-based compound. 
As to claim 1 : 

Bernard et al disclose secondary electrochemical cells (P0001) comprising alkaline 
electrolytes (P0021) wherein the electrode comprises a conductive support and a layer containing 
the active material and a binder (P0002, 0013) wherein the binder is preferably selected from the 
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group consisting of styrene butadiene copolymer or styrene-acrylate copolymer (P0013/CLAIM 
10). 

As to claim 7: 

Bernard et al that the positive electrode further contains hydroxide based on nickel, 
partially substituted by Co and/or Zn (P00014). Thus, Benard et al readily envision the 
introduction of other hydroxide materials including Co-hydroxide and/or Zn-hydroxide. 
As to claims 11-13: 

Bernard et al disclose the optional addition of a yttrium compound such as Y 2 0 3 (POOH). 
As to claim 18: 

The DE'107 discloses alkaline electrolyte cells containing metal hydride as the negative 
electrode (P0002). 

In view of the above, it would have been obvious to a person possessing a level of 
ordinary skill in the pertinent art at the time invention was made to employ the acrylate polymer 
of the DE' 107 in the binder of Kawano et al to make a copolymer base material containing 
styrene and acrylate as the DE'107 discloses that the use of acrylate-based binder materials 
improves gravimetric capacity of batteries. Thus, the DE'107 provides a direct teaching that 
acrylate-based binder materials has beneficial effects on batteries; additionally, this is consistent 
with Kawano et al's teaching that polymeric-based materials are used as binders in order to 
increase the force of bonding between the electrode substrate and the active material layer which 
is necessary in non-sintered electrodes. 

With respect to the specific additional hydroxide compounds and Y-based compound, it 
would have been obvious to a person possessing a level of ordinary skill in the pertinent art at the 
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time invention was made to use the specific additional hydroxide compounds and Y-based 
compound of Benard et al in the positive electrode of Kawano et al as Bernard et al disclose the 
foregoing hydroxide compounds and Y-based compound are additive for facilitating shaping of 
the electrode such as texture stabilizer or a thickener (POO 13 & 0068). 

With respect to the metal-hydride anode, it would have been obvious to a person 
possessing a level of ordinary skill in the pertinent art at the time invention was made to use the 
metal hydride anode of the DE'107 as the negative electrode of Kawano et al as the DE'107 
disclose the suitability of using metal hydride anodes in Ni-based alkaline batteries due to their 
chemical compatibility and electrochemical reactivity for converting chemical energy into 
electrical energy. As such, the DE'107 discloses that it is well-known in the art to couple Ni- 
based positive electrodes with metal hydride negative electrode to form an electrochemical cell 
device capable of generating electrical energy. 

As to the specific weight percent of cellulose compound, it would have been obvious to a 
skilled artisan at the time invention was made to employ the specific weight percent of the 
cellulose compound as instantly claimed or any other suitable amount thereof as Kawano et al 
themselves disclose that polymeric-based materials are used as binders in order to increase the 
force of bonding between the electrode substrate and the active material layer which is necessary 
in non-sintered electrodes; thus, Kawano et al r ecognize the specific weight percent of the 
cellulose compound binder as a variable that achieves a recognized result (i.e. amount of 
cellulose compound binder sufficient to maintain the force of bonding between the electrode 
substrate and the active material layer) In re Boesch, 617 F. 2d 272, 205 USPQ 215 
(CCPA 1980). See also Peterson, 31 5 F. 3d at 1330, 65 USPQ2dat 1382; and In re Hoeschele, 
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406 F.2d 1403, 160 USPQ 809 (CCPA 1969). Generally speaking, differences in concentration 
or temperature will not support the patentability of subject matter encompassed by the prior art 
unless there is evidence indicating such concentration or temperature is critical. "[W]here the 
general conditions of a claim are disclosed in the prior art, it is not inventive to discover the 
optimum or workable ranges by routine experimentation." In re Aller, 220 F.2d 454, 456, 105 
USPQ 233, 235 (CCPA 1955). Thus, it is prima-facie obvious to choose or select the specific 
amount of cellulose compound). See MPEP 2144.05 Obviousness of Ranges. 

19. Claims 1-6, 9-10 and 16-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kawano et al 5824435 in view of Vandayburg et al 6399246. 

The present invention is directed to a secondary electrochemical cell wherein the 
disclosed inventive concept comprises the specific binder. 
As to claim 1 : 

Kawano et al disclose an alkaline storage cell comprising a non-sintered positive 
electrode (COL 1, lines 5-10/ COL 4, line 62 to COL 5, line 5/COL 1, lines 30-35) wherein an 
active material paste is formed by the use of a polymeric binder and an electrically conductive 
powder, then, the paste is coated on the electrode substrate (COL 1, lines 58-65/COL 2, lines 
44-53/COL 4, lines 44-55/ CLAIM 1). Disclosed is that the substrate do not have a three- 
dimensional construction as in other electrodes (COL 1, lines 44-48). Thus, it is a two- 
dimensional substrate. Substrate is made of a punched metal plate or expanded metal plate (COL 
1, lines 41-44), or a strip-like nickel plate (COL 3, lines 18-22). Thus, it is conductive. 
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As the polymeric binder, Kawano et al disclose that it is known to use carboxymethyl 
cellulose (CMC) and styrene -butadiene rubber (SBR) (COL 4, lines 45-55). 
As to claims 2-3 and 5: 

Kawano et al disclose specific amounts of the components forming the paste layer, for 
instance, disclosed is the use of 5 g of styrene-butadiene rubber (SBR) in a total amount of 170 g 
of all components forming the paste layer including nickel hydroxide (100 g), Co powder (10 g), 
the cellulose (55 g) and styrene-butadiene rubber (5 g) (COL 4, lines 44-55). Thus, the weight % 
of Kawano et al 's disclosed copolymer is approximately 2.94 % wt. 

With respect to the weight percent of the cellulose, as per the above constituents of 
Kawano et aPs layer, the weight % of the cellulose compound is approximately 32.4 % wt. 
As to claim 4: 

As the polymeric binder, Kawano et al disclose that it is known to use carboxymethyl 
cellulose (CMC) (COL 4, lines 45-55). 
As to claim 6: 

Kawano et al disclose the use of nickel hydroxide as electrochemical active material 
(COL 4, line 47/ COL 1, line 30-31). 
As to claims 9-10: 

Kawano et al disclose the use of Co powder (COL 4, line 47-50). In this case, the Co 
powder is cobalt metal itself 
As to claim 16: 

Kawano et al disclose the use of a fabric of a polyamide resin combined together with the 
positive electrode (COL 4, lines 62-67). Thus, it can be said that the layer contains polymer 
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fibers as certain degree of interaction does occur at the interface between the active material 
layer of the electrode and the disclosed resin. 
As to claim 17: 

Substrate is made of a punched metal plate or expanded metal plate (COL 1, lines 41-44), 
or a strip-like nickel plate (COL 3, lines 18-22). 

Kawano et al disclose an alkaline cell as described hereinabove. However, the preceding 
reference fails to expressly disclose the specific styrene-acrylate copolymer and the specific 
weight percent of cellulose compound. 
As to claim 1 : 

Vandayburg et al discloses a water soluble binder useful for preparing electrodes for 
either primary or secondary batteries, having ei ther aqueous or non-aqueous electrolyte, 
containing a styrene-butadiene copolymer or a styrene-acrylate copolymer (ABSTRACT/COL 1, 
lines 9-22/COL 7, lines 38-42). 

In view of the above, it would have been obvious to a person possessing a level of 
ordinary skill in the pertinent art at the time invention was made to employ a styrene-acrylate 
copolymer of Vandayburg et al in the binder of Kawano et al as Vandayburg et al discloses that 
such a binder eliminates or reduces the need for organic solvents during preparation of an 
electrode made of a particulate active electrode material; and the binder exhibits good chemical 
resistance, adhesive properties, flexibility and resilience, making it well-suited for use in 
preparing batteries (Abstract). 

As to the specific weight percent of cell ulose compound, it would have been obvious to a 
skilled artisan at the time invention was made to employ the specific weight percent of the 
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cellulose compound as instantly claimed or any other suitable amount thereof as Kawano et al 
themselves disclose that polymeric-based materials are used as binders in order to increase the 
force of bonding between the electrode substrate and the active material layer which is necessary 
in non-sintered electrodes; thus, Kawano et al recognize the specific weight percent of the 
cellulose compound binder as a variable that achieves a recognized result (i.e. amount of 
cellulose compound binder sufficient to maintain the force of bonding between the electrode 
substrate and the active material layer) In re Boesch f 61 7 F.2d 272, 205 USPQ215 
(CCPA 1980). See also Peterson, 315 F.3d at 1330, 65 USPQ2d at 1382; and In re Hoeschele, 
406 F.2d 1403, 160 USPQ 809 (CCPA 1969). Generally speaking, differences in concentration 
or temperature will not support the patentability of subject matter encompassed by the prior art 
unless there is evidence indicating such concentration or temperature is critical. "[WJhere the 
general conditions of a claim are disclosed in the prior art, it is not inventive to discover the 
optimum or workable ranges by routine experimentation." In re Aller, 220 F.2d 454, 456, 105 
USPQ 233, 235 (CCPA 1955). Thus, it is prima-facie obvious to choose or select the specific 
amount of cellulose compound). See MPEP 2144.05 Obviousness of Ranges. 

20. Claims 7 and 1 1-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over: a) 
Kawano et al 5824435 in view of German publication DE 19709107 (heretofore the DE'107); b) 
Kawano et al 5824435 in view of Bernard et al 2003/0152834; and/or c) Kawano et al 5824435 
in view of Vandayburg et al 6399246 as applied to claims 1 and 6 above, and further in view of 
Miyamoto et al 2005/0244712. 
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The preceding prior art references are applied, argued and incorporated herein for the 
reasons manifested above. However, none of the preceding reference expressly disclose the 
specific hydroxide compounds and the specific Y-based or Yb-based compounds. 
As to claim 7: 

Miyamoto et al disclose a sealed nickel-based alkaline electrochemical cell 
(TITLE/ ABSTRACT/P0039-0040) wherein Co-hydroxide or hydroxide based on nickel doped 
with Zn {the hydroxide of an element such as Zri) are added to the positive electrode material 
including nickel hydroxide (P0025-0026). Disclosed is that positive electrode active substances 
comprising these additives have quite excellent conductivity (P0025). 
As to claims 11-15: 

Miyamoto et al disclose a sealed nickel-based alkaline electrochemical cell 
(TITLE/ ABSTRACT/P0039-0040) wherein the capacitance preserving ratio at the time of 
storage can be improved by adding compounds of Y and Yb to the positive electrode active 
substance comprising nickel hydroxide (P0027). Examples of those compounds are Y 2 0 3 and 
Yb 2 0 3 (P0027). 

In view of the above, it would have been obvious to a person possessing a level of 
ordinary skill in the field of invention at the time invention was made to employ the specific 
hydroxide compounds of Miyamoto et al in the electrode material of the combined prior art 
references as set forth above as Miyamoto et al teach that positive electrode active substances 
comprising these additives have quite excellent conductivity (P0025). 

With respect to the specific Y-based or Yb-based compounds, it would have been 
obvious to a person possessing a level of ordinary skill in the field of invention at the time 
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invention was made to employ the specific Y-based or Yb-based compounds of Miyamoto et al 
in the electrode material of the combined prior art references as set forth above as Miyamoto et 
al teach that the capacitance preserving ratio at the time of storage can be improved by adding 
the specific compounds of Y and Yb to the positive electrode active substance comprising nickel 
hydroxide (P0027). 

2 1 . Claim 8 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Kawano et al 
5824435 in view of German publication DE 19709107 (heretofore the DE'107) as applied to 
claims 1 and 6 above, and further in view of Takemura et al RE37935. 

The preceding prior art references are applied, argued and incorporated herein for the 
reasons manifested above. However, none of the preceding reference expressly disclose the 
specific grain size of the nickel hydroxide. 

Takemura et al disclose an alkaline storage cell like a nickel-cadmium storage cell (COL 
1, lines 13-25) wherein nickel hydroxide having an average grain size of 1.5-200 p.m is used 
(COL 4, lines 21-30). Specifically, EMBODIMENT 1 uses a nickel hydroxide whose grain 
shape is globe {spheroidal shape) with an average grain size of 10 ^m (COL 5, lines 40-50). 
Thus, EMBODIMENT 1 shows the grain size of the nickel hydroxide with sufficient specificity . 

In view of the above, it would have been obvious to a person possessing a level of 
ordinary skill in the field of invention at the time invention was made to employ the nickel 
hydroxide having specific grain size of Takemura et al in the electrode material of the combined 
prior art references as set forth above as Takemura et al teach that such a specific grain size is a 
suitable grain size for nickel hydroxide active riiaterials because smaller grain sizes can be 
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especially conspicuous as it interferes with the dissolution of the active material in the electrolyte 
and bigger grain sizes are not desirable because nickel hydroxide formed of so large grains is 
hard to add uniformly to the active material. Thus, the specific grain size of 10 ^m as embodied 
in EMBODIMENT 1 is well within Takemura et al's disclosed grain size range and represents a 
desirable grain size exhibiting the beneficial effects disclosed by Takemura. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Raymond Alejandro whose telephone number is (571) 272-1282. 
The examiner can normally be reached on Monday-Thursday (8:00 am - 6:30 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick J. Ryan can be reached on (571) 272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated S 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. UjrC 

Raymond Alejandro c^wj^iyALEJANDRO 
Primary Examiner /^RIMARY EXAMINER 



